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Application No. 

09/465.418 


App!icant(s) 
RHOADS ETAL 


Exam i nor 

MartjR Miller 


Art Unit 

2623 





- fh^MAfUNG DATB of this comitiunfc&tion Bpp&ur& on the cover sheet vi/ith the correspandoncQ ^dtfress - 
Period for Reply 

A SHORTENED STATUTORY PERIOD FOR REPLY IS SET TO EXPIRE 3 MONTH(S) FROM 
THE MAILING DATE OF THIS COMMUNICATION. 

- Extftnsions of time may be available under the provision? of 37 CFR 1 . 1 36(aj. m no event, hownver, may a reply be timely filed 
after SIX (6) MONTHS from the mailing ^ate of this commgAicatian. 

- If the periled for reply Bptacinud Abtve i& teas than thirty (30) days, a reply within tiie statutery minimum ut thirty (30) day» will bu considered timely- 

- if NO perioa for reply is specified above, the maximum slaliiLory period will apply and will expiro SIX (6) MONTHS from the mailing date of this eemmur^luttion, 

- Fdilura 1o reply whhin ihs eat or oxtondod period for reply will, by slutiKn. cuuso tiic application to bccorno ABANIX>NED (35 U.S.C. § 133). 

- Any reply received by the Office lAter than Ihffia months afikif the mailing date of thia cpmrnMrnciiUen, «vfcn it timely Tiled, may reduce any 
earned patent term adjiwTment. See 37 CFR l704(ti). 

Status 

1 )□ Responsive to communication(s) filed on . 



2a)n This action is FINAL. 2b)|21 This action is non-final. 

3) 0 Since this applicatioa is in condition for allowance except for formal matters, prosecution as to the merits is 

closed in accordance with the practice under Ex parte Quayle, 1935 CD. 11, 453 O.G. 213. 
Disposition of Clainns 

4) 13 Claim(s) 1-17 Is/are pending in the application. 

4a) Of the aljove claim(s) 6-13 and 15-17 is/are withdrawn froiri consideration. 

5) 0 Claim(s) is/are allowed. 

6) 13 Claim(s) 1-5 and 14 is/are rejected. 

7) n Claim(s) is/are objected to. 

8) S Claim(s) 1-17 are subject to restriction and/or election requirement. 
Application Papers 

9) n The specification is objected to by the Examiner. 

10) P The drawing(s) filed on is/are: a)D accepted or b)P objected lo by the Examiner, 

Applicant may not request that any objection lo the drawing(s) be held in abs^yance. See 37 CFR 1,B5(a). 

1 1) n The proposed drawing correction filed on is: a)n approved b)D disapproved by the Examiner. 

If approved, corrected drawings are required in reply to titis Office action. 

12) D The oath or declaration is objected to by the Examiner. 
Priority under 35 U.S.C. §§ 119 and 120 

13) n Acknowledgment is made of a claim for foreign priority under 36 U.S.C. § 1l9(a)-(d) or (f). 

a)nAll b)n Some*c)D None of: 

1 .□ Certified copies of the priority documents have; been received . 

2. n Certified copies of the priority documents havL* been received in Application No. . 

3. n Copies of the certified copies of the priority documents have been received in this National Stage 

application from the international Bureau (PCT Rule 17.2(a)). 
* See the attached detailed Office action for a list of the certified copies not received. 

14) 13 Acknowledgment is made of a claim for domestic priority under 35 U.S.C. § 1 19(e) (to a provisional application). 

a) □ The translation of the foreign language provisional application has been received. 

15) Q Acknowledgment is made of a claim for domestic priority under 36 U.S.C. §§ 120 and/or 121 . 

AttAChniont(s) 

1 ) 13 Notice of Rafarer>ces Cited (PTO-S92) 4) O Interview Sommary [PTO^I 3) Paper No(a). . 

2) n Notice of Draftspereon's Patent Drawing Review (PTO-948) 5) □ NoUce of Informal Patent Application (PTO-152) 

3) [3 Information Disclosure Statem©nt{©) (PTO-1449J Paper No(3) <f:6 . 6) □ Other: 



U.S. Paiwii and TiadcrtafK OffiCB 

PTO-326 (Rav. 04-01) Office Action Summiiry Part of Paper No. B 
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DKTAILED ACTION 

Eleciion/iiestrictions 
1. Restriction to one of die following mventii>ns is required undei' 35 U.S.C, 121: 

L Claims 1 -5 and 1 4 are, drawii to a security document recognition system that 

signals a web browsei* to access a website related to the security document, 

classified in class 382, subclass 13.'5, 
n. Claims 6-13 are, drawn lo recognizing gi aphic, video or audio data as belonging 

to a panicular class of diita and directing the user's computer to a related website, 

classified in class 709, subclass 21 ^5. 
in. Claim 15 is, drawn to providing updated software to a user's computer, classified 

in class 713, subclass 1. 
TV- Claim 16 is, drawn to methc?d of digital waiermai'king based upon changing the 

luminosity of a printed image, classified in class :5S2, subclass 100. 



2. The inventions are distinct, each from the other l>ecause of the following reasons: 

Inventions JI and J are related as combination and siubcornbination. Inventions in this 
relationship are distinct if it can be shown that (1) the combination as claimed does not require 
the paniculars of the subcombination as claimed for patem ability, and (2) that the 
subcombinatKjn has utility by itself or in oiher combinations (MPKP § 806.05(c)). In the instant 
case, the combination as claimed does not require the particalai's of the subcombination as 
claimed because Invention II does not require the use of a docun^ent that clearly does not contain 
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video infonnation, to be patentable kind copy prevention has separate utility by itself. The 
subcombination has separate utility such as a mullimedia means to provide a user additional 
infonnation regarding the graphic, video or audio (data that is being processed on a user's 
computer. 

Inventions I, HI and TV are unrelated. Inventions are unrelated if it can be shown that 
they fire not disclosed as capable of use together and ihcy have different modes of operation, 
different functions, or different effects (.Ml^fiP § 806.04, MPEP § 808.01). In the instant case the 
different inventions, Invention I is directed cowarcls reading a security document. Invention 111 is 
diiected towards updating a conq)uter user's driver softwar e, while Invention IV is directed 
towaids digitally watermarking a documeni by changing luminosity. 

Inventions 11, 111 and IV are unrelated. Inventions are unrelated if ii can be shown that 
they fire not disclosed as capable of use together and they have different modes of operation, 
different functions, or different effects (MPEP § 806.04, Mf»EP § 808.01). Iq tlie instant case the 
differeut inventions, Invention 11 is directed towards providing additional data about graphics, 
video, or audio data being processed on a user's computer via a website, Invention 111 is directed 
towards updating a computer user*s driver software, while Jriveniion IV is direaed towards 
digitally watermarking a document by changing luminosity. 

Because these inventions are distinct for the reasons given above and have acquired a 
separiUie status in the art as shown by their different clas.sification, restriction for examination 
puiposes as indicated is proper. 

3. During a telephone conversation with William Conwell on November 15, 2002 a 
provisional election was made with traverse to prosecute tlie invention of Group I, claims 1-5 
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and 14, Affirmation of this election must be mad<: by applicant in replying to this Office action. 
Clainris 6-13 and 15-17 are withdrawn from ftuther consideration by the examiner, 37 
CFR 1 .142(b), as being drawn to a non-elecied invention. 

4. Applicant is reminded that upon the cancellation of claims to a non-elected invention, the 
inventorship must be amended in compliance with 37 CFR 1.48(b) if one or more of the 
currently named inventors is no longer an iiiventur of at least one claim remaining in the 
application. Any amendment of inventorship mui;1 be accompanied by a request under 37 CFR 

1 .48(b) and by the fee required under 37 CFR 1 . 1 7(i), 

Infovmatiofi Disclosure Statement 

5, The examiner ha5 considered the three fDS filed July 21 , 2000, February 2, 2001 and 
April 16, 2001 and an initialed copy of each is included wiih this office action. The thi'ee 
Infonnation Disclosure Statements are stapled together. 

Claim Rejections - 35 II SC § 1 03 

6. The following is a quotation of 35 IJ.S.C. 1 03(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) Apuient may not be obtained though ihe iiweniior- is ]iot ideijiically Uisclosed or described as set Ibrth in 
scciion 102 oi'ihii uilc, ifilic diCTurences between the subject rnzuier sou^ii lo bo patented and the pdor an arc 
such thai tlie subject matter as a whole would liave been obviini,s at the time the iaventioa was niade to a person 
having ordinary skill in the art to which said subjeci Uiaiicx pL-mins. Pattauability shall not be negatived by the 
maimer ia whicli ihe invention was niadu. 

7, This application cun'ently names joint inventors, hi considering patentability of the 
claims under 35 U,S,C, 103(a), the examiner presumes that the subject matter of the various 
claims was commonly owned at the lime any inventions covered therein were made absent any 
evidence to the contrary. Apphcant is advised of the obligation under 37 CFR 1.56 to point out 
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the inventor and invention dates of each claim that was not commonly owned at the time a later 

invention was made in order for the examiner to consider ihe applicability of 35 U.S.C. 103(c) 

and potential 35 U.S.C. 102(e), (f) or (g) prior an under 35 a.S.C. 103(a). 

8, Claims 1-5 are rejected under 35 U.S.C. 1 ()3(a) as being unpatentable over Russell et al., 

(hereinafter Russell), US 5905248 and Mowry, Jr. (hereiniifter Mowry), US 5951055. 

As per claim 1 , Russell teaches: 

recognizing a document (transaction cards, other printed media, col. 2, U. 57-59) and, in 
response, directing (accessing) a web bi owsi-T to a website related thereto (col. 2, U. 57-62). 
Although it is arguable that a transaction cai d (e.g gift cml, credit card) is equivalent to a 
security document because it performs substantially the same function in the same manner, and 
Russell teaches that other types of print media can be used lo coTiduct financial transactions with 
his system (coL 20, U. 23) with his system and that other security functions can be performed 
(col. 19, 11 49-50), Russell does not specifically teach recognizing a "security document". But 
Mow]y does teach recognizing a security document witli a hidden sectu'ity image and a machine- 
readable code, col. 4, II. 53-55. 

It would have been obvious to one of ordinary skill in the art to use the security document 
hiddeii images and machine-readable codes ;is the "other printed media" of Russell so as to 
provide another use of Russell's system, which is particularly uscfiil because Russell teaches a 
hand-held vei'sion thai could be used by merchant's and consumers not only to prevent 
unautliorized reproduction, but also to prevent passing off the unauthorized copy. Additionally, 
the system of Russell teaches that his system can be used to direct a user to information 
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resources (col. 25, 11 7-14) in order w more effectively carry out the information-related 
transactions. 

As per claim 2, Mowry teaches: 

presenting to a user a substitute ("pseudo origiiuils*') image from the website (col 5, 11. 7- 

10). 

As per claim 3, Russell teaches: 

presenting a user with supplemental infonnation ("particular type of information-based 
transaction") relating to the recognized security dctcument, or to its permitted use, from the web 
site (coL 2, 11, 56-60). Clearly, during an information-based transaction, inforaiation must be 
exchanged between the user and coir^uter system being accessed. 

As per claim 4, Russell teaches lhai his system uses machine-readable barcodes (col, 8, 11. 
55-65) and does net specifically mention a digital watennaj k. However, Mowry teaches the use 
of digital glyph3. Therefore, Mowry teaches: 

the use of recognizing a security document by a digital watermark encoded therewith 
(coL 1 , 11- 22-26, col. 4, 11. 32-35, 53- 54). Mowry also teaches thai other information bearing 
elemeats other than digital glyphs can be encoded in the security document so long as it is not 
recogjiizable by the unaided human eye, which also serves the purpose of not detracting from the 
aesthetics of the security document- Preserving the aestlietics of the security document is also an 
objective of the applicant (See specification page 2, 11. 9-1 1). Additionally, the specification 
states that the anti-counterfeiting system markings can be added to existing documents as an ink- 
marking (See specification page 2, U. 11-15) just hke Mowry's digital glyphs 
As per claim 5, Russell teaches; 
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a coinptiter storafie medium liaving instructions stored thereon for causing a computer to 
peifojin the method of claim 1 (Figure 1^ element 6A, '^client computer", col. 2, 1. 56, 

9. Claim 14 is rejected under 35 U.S.C. 103(a) as being unparentable over Mowiy. 
Mowry teaches: 

receiving first image data (atten^ted copy, col. 4, 11. 64-66); 

substituting second image data ("pseudo oi iginal", col. 5, II, 7-10) for the first image data, 
But Mowry does not specifically teach "the second image data being an image of play money. 
However, It would have been obvious to one of ordinary skill in the art to substitute whatever 
pseudo original image would most effecrtively convey tlie information that the document 
reproiiuced is not negotiable. Whether this image is merely the word "VOID" printed over the 
document or Mickey Mouse's fece in place of President Lincoln'^^ on a five-dollai' bill, it is 
merely a choice of the system designers to decide. If feet a play money image would be closer to 
a pseudo origiial than a bill marked by the word "VOID" because play money is more of a sham, 
than a bill marked with "VOID". 

Conclusion 

1 0. The prior art made of record and not relied upon is considered pertinent to apphcant's 
disclosure. The following U.S. patent(s) refer(s) to copy p eveniion and managing such a system; 
Masuyama, 5771315, Hashimoto, 6137Q87, Tachikawaet al, 5659628, Durst et aJ., 6,108,656, 
Reber et al, 5986651, Boutaleb et al., 4536014, Rhoads, 63 1 1214. 

1 1 . Any inquiry concerning this communication or earlier conmiunications from the 
examiQer should be directed to Maitin Miller whose telephone number is (703) 306-91 34. The 
examiner can nonmally be reached on Monday-Friday, Maxi-flex. 
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Tf attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Amelia Au can be reached on (703) 308-6604. The fax phone numbers for the 
organization where this application or proceeding is assigned are (703) 872-93 14 for regular 
conuriunications and (703) 872-9314 for After Final communications. 

Any inquiry of a general nature or relating to the stains of this application or proceeding 
should be directed to the receptionist whose telephone number is (703) 305-3900. 



mem 

Noveinber 25, 2002 




Primary Examiner 
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